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Remarks/Argument 

Application Status 

The claims of the application were rejected on appeal. (Appeal 2008-0508) 
Assignee reopens prosecution under 37 C.F.R. § 41.50(b). 

Claim Status 

Claims 10, 12 - 14, and 19- 24 remain pending in the application after 
appeal. Claims 10, 12-14, 19- 24, are currently amended. Claims 1-9, 11, and 15- 
18 have been canceled. Claims 25-27 are new. 

Claim Rejection 35 U.S.C. § 112, 2nd Paragraph 

The Board issued a new ground of rejection under 35 U.S.C. § 1 12, 2nd 
Paragraph, for claims 10, 12-15, 19-24. (Appeal 2008-0508, pp. 8-1 1) 

Plant material or latex 

The Board alleges that claim 10 is indefinite because it does not recite a 
particular type of plant material, such as latex, but rather defines the extract more 
broadly. (Id., p. 8) The Assignee disagrees. The specification defines the extract 
broadly, in a relative matter, as being made from Croton plant material. The 
baseline measurement for comparison is 1 mg of unextracted plant material from 
family Euphorbaciae and species Croton ("Croton plant material") in 1 mL of 
water, or an alternative colorless carrier having low absorbency (e.g. 50% (v/v) 
water ethanol) relative to both the extract or the unextracted Croton plant material. 

Fist Alleged Ambiguity - Relative measurements 

The Board alleges that claim 10 is indefinite because "one of ordinary skill 
in the art could not determine the baseline measurement." (Id., p. 8) The Assignee 
disagrees with the Board's conclusion. 
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"Applicant may use functional language, alternative expressions, negative 
limitations, or any style of expression or format of claim which makes clear the 
boundaries of the subject matter for which protection is sought. As noted by the 
court in In re Swinehart, a claim may not be rejected solely because of the type of 
language used to define the subject matter for which patent protection is sought." 
See, MPEP 2173.01 (citation omitted) Here, the Assignee has defined the subject 
matter by quantifying the difference between its extract and the unextracted plant 
material. 

A person of ordinary skill would recognize that the claim defines an extract 
from Croton plant material having reduced color pigments (i.e. to cause reduced 
light absorbency) relative to un-extracted Croton plant material and the respective 
unreduced color pigments. Particularly, the claimed subject matter is an extract of 
Croton plant material having reduced color pigment that absorbs light within the 
range 390 nm and 430. Moreover, said reduction of color pigment is measurable 
by the comparison of the extract against the light absorbency of the same quantity 
of Croton plant material with color pigment, which absorbs light within the range 
390 nm and 430, intact or not reduced. The claim reflects the specification 
description of the reduced light absorbency of the extract. 

The light absorbency of the extract is quantified by combining 1 mg of 
extract to 1 mL of a relatively colorless carrier, such as water or 50% (v/v) 
ethanol/water, and measuring the light absorbency using a spectrophotometer. 
The light absorbency of the Croton plant material is quantified by combining lmg 
of plant material to 1 mL of a relatively colorless carrier, such as water or 50% 
(v/v) ethanol/water, and measuring the light absorbency. The quantified light 
absorbencies of the extract and Croton plant material are then compared and 
expressed in terms of relative or reduced absorbency. Thus, contrary to the 
Board's allegation, the baseline measurement is present because the absorbency is 
expressed as a relative reduction. 
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Second Alleged Ambiguity - "the claim does not define 4.3" 

The Board also alleges that claim 10 is indefinite because "the claim does 
not define 4.3" (Id., p. 8-9) The Assignee disagrees that the term "4.3" or "4.3 
fold reduction" needs definition in the claim or renders the claim indefinite. A 
person of ordinary skill would understand that a "4.3 reduction in absorbency" 

describes a composition having about 23% (i.e. — ) of the pre-reduced (baseline) 

4.3 

absorbency. The term "4.3" as used in the claim to define the reduced absorbency 
is not "insolubly ambiguous". Metabolite Labs., Inc. v. Lab. Corp. of Am. 
Holdings, 370 F.3d 1354, 1366, 71 USPQ2d 1081, 1089 (Fed. Cir. 2004) ("[fjhe 
requirement to 'distinctly' claim means that the claim must have a meaning 
discernible to one of ordinary skill in the art when construed according to correct 
principles. ..[o]nly when a claim remains insolubly ambiguous without a 
discernible meaning after all reasonable attempts at construction must a court 
declare it indefinite"). The specification provides sufficient teaching to permit a 
person of ordinary skill to understand the claimed relative reduction. 

Figure 6 describes the measured absorbencies of samples of extracted and 
unextracted Croton plant material. (Specification, Figure 6, (reproduced below)) 



■ SdG 

□ CGC11Q 



□ ScG Gel 

0X3 CGO 110 Gef 



The bar labeled "SdG" is the measured baseline or reference absorbency for a 
sample of unextracted Croton plant material such as latex. The SdG absorbency 
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measurement at 414 nm is about 515 AU. The bar labeled "CGO 1 10" is the 
measured absorbency of the extracted Croton plant material. The CGO 110 
absorbency measurement at 414 nm is about 110 AU. The reduced absorbency of 
the Croton plant material extract (CGO 1 10) expressed as a ratio to the 
unextracted Croton plant material is: 

iioau l 

~ — -0.21 or 21%. 

515711/ 4.7 

Alternatively, as claimed, the absorbency of the Croton plant material extract is 
reduced by a factor of at least 4.3 relative to the unextracted Croton plant material. 
The claims dependent from claim 10 are not indefinite for the same reason. 

Notwithstanding the above explanation, the Assignee has amended the 
claims to clarify the scope of the subject matter claimed. The amendment clarifies 
that the relative absorbency of the extract is specified by combining 1 mg of the 
extract with 1 mL of water, which is compared to the absorbency of 1 mg of latex 
in 1 mL of water. 

Claims 13. 14. 15. 19. and 20-22 

The Board also rejected claims 13, 14, 15, 19, and 20-22 on the basis that 
the claims suffered the same alleged deficiencies as claims 10, 12, 23 and 24. 
(Appeal 2008-0580, p. 10) Assignee reiterates the arguments of the previous 
section herein. The baseline or reference for the extract is incorporated in the 
claim since the reduced absorbency is defined in relative terms to the unextracted 
extract. 

Notwithstanding the above, the Assignee has amended the claims to more 
particularly define that the unextracted baseline comparison plant material and 
extract are from Croton plant material latex. Moreover, the claims are amended to 
clarify how the absorbency of the extract and latex is quantified and compared. 
Particularly, the Assignee has specified that the relative reduction of the color 



-8- 



Application No. 10/679,006 



Conf. No. 8907 



pigment is quantified by comparison to the absorbency of 1 mg of latex extract 
and unextracted latex in 1 mL of water. Withdrawal of the rejection is requested. 

Claims 25-27 

The Assignee has added new claims 25-27. Claims 25-27 require that the 
extract be made by a process consistent with the teachings of the specification. 
Claim 26 further requires that the process use using equal parts of latex and 
organic solvent. Claim 27 further requires that the light absorbency of the extract 
in claim 26 is 25% of the unextracted latex. 

Conclusion 

The Assignee believes it has responded to all the issues raised by the 
Board's new rejection and requests reconsideration of the claims in light of the 
above information. 

Respectfully submitted, 
Date: May 29, 2008 

Venable, Campillo, Logan, & Meaney P.C. 

By: /Michael F. Campillo/ 

Michael F. Campillo, Reg. No. 44583 

Attorneys for Applicant 
1938 E. Osborn Rd. 
Phoenix, Arizona 85016 
(602) 631-9100 
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